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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) H Claim(s) 7-70 is/are pending in the application. 
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DETAILED ACTION 

Claims 1-10 are pending in the application. 
Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 
The information disclosure statements comply with the provisions of 37 CFR 
1 .97, 1 .98 and MPEP02 § 609. They have been placed in the application file, and the 
information referred to therein have been considered as to the merits. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Application/Control Number: 10/802,630 Page 3 

Art Unit: 1621 

Claims 1, 2, 4-7, 9 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lester {GB 2098985 A}, in view of Kawabe et al. {US Pat. 6,187,972 
B1} and further in view of De Jonge et al. {WO 03/042152}. 

Lester teaches a process for the preparation of alkylene glycols comprising, (1 ) 
reacting an alkylene oxide with carbon monoxide in the presence of a homogeneous 
catalyst and in the substanctial absence of water to obtaine a first reaction mixture 
comprising the corresponding alkylene carbonate, and (2) contacting the first reaction 
mixture with water in the presence of a catalyst to obtain a second reaction mixture 
comprising the corresponding alkylene glycol and carbon dioxide (see page 1, lines 26- 
37 and Examples). The difference from the presently claimed invention and the Lester 
invention is that Lester is silent with regard to the amount of alkylene oxide (or 
propylene oxide) present in the second reaction step and Lester does not teach using a 
heterogeneous catalyst in the second reaction step. Additionally, Lester does not 
specifically recite preparing a propylene glycol but rather ethylene glycol. However, 
given that 60% to 99% of the propylene oxide is converted in the first reaction step, as 
presently claimed by applicants, it would not be unreasonable for one having ordinary 
skill in the art go expect that at least 1 % of the alkylene oxide from the first reaction in 
the Lester invention remained unconverted. 

Additionally, Kawabe et al. demonstrate that alkylene glycols in general, including 
propylene glycol, can be prepared from the same material method as taught by Lester 
by teaching the production of alkylene glycols (including propylene glycol) from an 
alkylene carbonate intermediate, which is obtained via the reaction of the corresponding 
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alkylene oxides and carbon dioxide (see reaction sequence on col. 4 and claim 6, where 
propylene carbonate is mentioned). 

Also, De Jonge et al. teach a process in which an alkylene carbonate (inclusive 
of propylene carbonate) is hydrolyzed, in the presence of water and a heterogeneous 
catalyst, to obtain the corresponding alkylene glycol (e.g., propylene glycol) (see pg. 2, 
lines 17-26; pg. 5, lines 11-24 and pg. 14, lines 9-18). 

It would have been prima facie obvious to one having ordinary skill in the art, in 
view of the teachings of the Lester, Kawabe et al. and De Jonge et al. references, to 
arrive at the presently claimed invention because Lester teach a similar process for 
preparing alkylene glycols while Kawabe et al. teach that propylene glycol can be 
obtained from the same general process taught by Lester and De Jonge et al. teach that 
propylene carbonate can be converted to propylene glycol using a heterogeneous 
catalyst. 

One having ordinary skill in the art, desiring to arrive at other alternative methods 
for preparing propylene glycol, which could be utilized to prepare polyesters, would 
have been motivated to start out with propylene oxide instead of ethylene oxide, while 
carrying out the first step of the Lester invention followed by implementing the 
heterogeneous catalyst, used by De Jonge et al., into the second step disclosed by 
Lester. One having ordinary skill in the art would have been additionally motivated, 
when considering the relative ease of separating heterogeneous catalysts versus 
homogeneous catalysts from reaction mixtures, to substitute the De Jonge et al. 
heterogeneous catalyst into the second reaction step taught by Lester. Therefore the 



Application/Control Number: 10/802,630 Page 5 

Art Unit: 1621 

presently claimed invention would have been obvious to one having ordinary skill in the 
art. 

Allowable Subject Matter 

Claims 3 and 8 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elvis O. Price whose telephone number is 571 272- 
0644. The examiner can normally be reached on 8:30 am to 5:00 pm; Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on 571 272-0646. The fax phone 
numbers for the organization where this application or proceeding is assigned is 571 
272-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308- 
1235. 




Elvis O. Price 



March 17, 2006 



